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REMARKS 

In view of the following remarks, the Examiner is requested to allow Claims 1-33 and 49 to 
53, the only claims pending and under examination in this application. 

Withdrawn Rejections 
The Applicants thank the Examiner for withdrawing the following rejections: 
Claims 1-33 under 35 U.S.C. § 1 12, second paragraph, as being indefinite. 
Claims 1 -33 under 35 U.S.C. § 1 03(a) as being unpatentable over Tisone et al., Hackleman, 
Anderson, and Schulti et ah 

New Rejection Under 35 U.S.C §112 
The Examiner has rejected Claims 1-33 and 49-53 under 35 U.S.C. §1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The Examiner asserts that the Applicant's previous amendment 
necessitated the new grounds of rejecti on. 

The Examiner stales that independent claim 1 has been amended to state the limitation 
"wherein the non-error second dispenser dispenses drop only where the identified error first 
dispenser did not dispense drops in the pattern for the selected path" and thai Ihe other independent 
claims include similar language and the same reasons for the instant rejection apply to all of the 
independent claims. 

The Examiner asserts that the claim language noted above is indefinite because it can be 
construed in multiple different ways. Specifically the Examiner sets forth the following asserted 
interpretations. 

1 . The claim limitation could be construed to mean that the non-error second dispenser does 
not dispense any drops at all, except "only where" the identified error firat dispenser should have, but 
did not, dispense drops in the said selected path. In other words, the first and second dispensers of a 
set can only deposit drops in the same locations. If a first dispenser of a set is found to be in error, a 
non-error second dispenser of the same set, can only dispense where first dispenser failed to cover, 
and not in a separate location or pattern. 

2. The claim limitation could be conslrued to mean that non^rror second dispenser dispenses 
drops only in those locations on the substrate in the selected path where the identified error first 
dispenser did not dispense drops in the pattem for said selected path of the first group. The Examiner 
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asserts that this limitation encompasses the dispensing of drops by the non-eiior second dispenser 
that avoid any droplets resulting fix)m a "soft nozzle failure" that resulted in a solution break up into 
multiple smaller drop during firing of the identified error fust dispenser (citing the Invention 
Disclosure provided in the Declaration by all of the instant inventors, entered 3/25/2005). 

In response, the Applicants submit that the second interpretation above contradicts other 
explicit limitations of the claims, and thus is not an "alternative" inteipretation as asserted by the 
Examiner. 

SpecificaUy, the disjpensing operation of mdepcndent claims 1, 6, 25, and 52 aU include the 
following: 

1 . identifying eiror-dispensors (either "hard" or "soft" error dispensore); 

2. depositing drops from non-emor dispensers in the selected pattern; and 

3. moving a second, redundant dispenser along the selected path while dispensing drops torn 
a non-eiror second dispenser only where the identified error first dispenser did not dispense drops in 
Ae pattern for the selected path. 

As is clear from above, identified error-^lispensers are actively excluded from dispensing 
drops anywhere in the selected pattern (i.e., only non-enor dispensers are used for this purpose). 
Therefore, it does not matter whether an error dispenser is a "hard" or "soft" error dispenser because, 
regardless of the reason a dispenser is identified as an error dispenser, it is simply not used in the 
dispensing steps. In other words, the non-error dispensers do not dispense at all (consistent with the 
first interpretation of ^ Examiner above). 

Therefore, because the claims cannot be interpreted in the multiple different ways described 
by the Examiner, the Applicants contend that they are definite. Withdrawal of this rejection is thus 
respectfii) ly requested . 

The Examiner has rejected Claims 1-33 and 49-53 under 35 U.S.C. §3 12, first paragraph, as 
failing to comply with the written description requirement, asserting that the claim(s) contains 
subject matter which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(.s), at the lime the application was filed, bad 
possession of the claimed invention. The Examiner states that this rejection is for new matter and 
that the Applicant's amendment necessitates the new grounds of rejection. 
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In making this rejection, the Examiner asserts, as detailed above, that the claims now 
encompass methods in which a non-error second dispenser dispenses drops that avoid any droplets 
resulting from, a "soft nozzle feilure" that resulted in a solution break up into multiple smaller drops 
during firing of the idcnUfied error first dispenser. The Examiner asserts that thi s species is not 
described in the specification as filed. 

As detailed above, the Applicants submit that this "alternative'' interpretation of the claims is 
internally contradictory with other clear and unambiguous elements of the claims. Specifically, the 
claims clearly and unambiguously state that the error dispensers are not used at all to dispense drops 
in the selected patiem: only non-error dispensers do so. Therefore, the Applicants submit that the 
Examiner's "alternative" inteipretation of what the claims encompass simply ignores explicit 
limitations therein. 

Therefore, in view of the fact that the Examiner's "alternative" interpretation of the claimed 
invention is internally contradictory with clear and unambiguous claim limitations, the Applicants 
submit that the claims do not encompass the assened "new matter". Withdrawal of this ejection is 
dius respectfiilly requested. 



Maintained Rejection Under 35 U.& C §102 
The Exammer has maintained the rejection of Claims 1-33 and 52 under 35 USC § 102(b) as 
being anticipated by Kumar et al. (US 6,283,572). 

As stated in Verdegaal Bros, v. Vnicjn Oil Co. of California, 814 F.2d 628, 63 U 2 USPQ2d 
1051, 1053 (Fed. Cir. 1987) "A claim is anticipated only if each and every element as set forth in the 
claim is found, either expressly or inherently described, in a single prior art reference." 

The presently claimed invention is drawn to methods for fabricating an array. Because the 
specifics of the claimed methods have been described in great detail in previous responses, the 
Applicants will not reiterate them here (see» e.g., the previous response). 

The mdependcnt Claim 1 of the present application includes the limitation that "the non-error 
second dispenser dispenses drops only where the identified error first dispenser did not dispense 
drops in the pattern for the selected path" (step d ; independent Claims 6, 25 and 52 include similar 
limitations). In other words, the redundant non-error dispensers of a set do not deposh drops in any 
location other than where an error dispenser in the same set does not deposit a drop. 

The Applicants submit that that the "non-error'* dispensers of Kumar et al. are not employed 
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as is claimed in the subject application. Specifically, the "non-error" dispensers of Kumar et ai 

deposit drops in locations other than where an identified error dispenser did not deposit a drop. 

However, in mainuiiniiig this rejection, the Examiner states that: 

Applicant's arguments^ entered 5/29/2007. have been fully considered but they 

T^u^lTr^'""^' I «"<l ° deposition by 

redimdant dispensers (nozzles 2, 50 and 98 of Table U) that dispense only 
v>*ere (i.e.. Row 2) the defective dispenser (nozzle 146) should have, but did 

The Applicants respectfully disagree with the Examiner's characterization of Kumar et al 
Indeed, the Applicants submit that Tables I and 11 Kumar el ai. explicitly .show *at "non-eiior" 
dispensers are u.,ed therein to dispense drops both at locations where identified error dispensen> did 
not and at locations other than where identified error dispensers did not TabJe fl of Kumar et al 
which shows a "modified printmask" (i.e.. where an error dispenser is identified), and its description 
IS reproduced beJow. 
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AsBunoe that nozzle 146 is determiiied to be malfunctioo- 
f^^^^r^ measufBineiit system. From colutno 

ft ot J ABLE I It can be seeo that nozzle 146 is used to print 
2 on pass oumber 4. It can also be se&a from columns 
*-5 ibat nozzles 2, 50. and 98 are also used to print row 2 
but on j»sse$ 1, 2 and 3, respectively Acoordiagly, either 
nozzles 2, 50, or 98 could be used to replace using nozzle 
146 on pass 4 by using either D0Z2des 2, SO, or 98 on passes 
1, 2, or 3, respectively. likewise, the sainc procedure can be 
used for any other of the 192 nozzles which axe showo to be 
malfunctioning from the pen heahh meanuiement svstenu 
Smoe, there would be three substitute noz:de choice in a 
four-pass printtnode, the likeUhood of flnding a functional 
nozzle replacemeiu is almost certain. If possible, it would be 
best to select a functioning nozzle that is not in id adjacent 
pass to keep the nozzle firing frequency to a minimum. 
Using this criteria in this example, nozzle 50 in pass 2 would 
be used to replace nozzle 146, rather than nozzles 98 or 2 
which are in adjacent passes 3 and 1, respeciively. Thus» the 
TABLE I printmnsk would be changed as shown in TABLE 
II to ehmioatie the need for printing with nozzle 146. 

The Applicants submit that Table n and its description clearly state that "non-error" 
dispensers dispense drop.s both at locations where identified error dispensers did not (i.e., where 
"error" dispenser 146 did not) and at locations other than where identified error dispensers did not. 
Specifically. Table II shows that dispenser 50 dispenses drops in its "norroal locations" (Le., in 
columns U 5 and 9 during Pass 2: unbolded 2s in Row 2, boxed above for emphasis) as well as 
where "error" dispenser 1 46 will not (i.e., in columns 3, 7 and 1 1 during Pass 2: bolded 2s in Row 2) 

Therefore, in contrast to the Examiner's as.sertion, the "non-error" dispensers employed in 
Kumar et al. deposit drops in location.s other than where an error dispenser did not deposit a drop, in 
contrast to the claims of the subject application. 

Because Kumar ei al. fails to teach each and every element of the claims, the Applicants 
submit that it foils to anticipate them. Withdrawal of this rejection is thus respectfiiUy requested. 

Aew Rejection Under 35 U.S.C. §103 
The Examiner has rejected Claims 1 -33 and 49-53 under 35 U.S.C. §103(a) as being 
unpatentable over Kumar etal., US 6,283,572, (914101: 3/4/97; of record. IDS entered 10/3112006), 
and in view of MacBcath, "Printing Proteins as Microarniys for High-Throughput Function 
Determination," Science, New Series, col. 289, No. 5485 (Sep. 8, 2000), pp. 1760-1 763. 

In order to meet its burden in establishing a rejection under 35 U.S.C. § 103, the Office must 
first demonstrate that tlie combined prior art reference.<5 teach or suggest all the claimed limitati 



ions. 
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See Pharmc^tsm Therapeutics v. Viacell al., 2007 U.S. App. LEXIS 16245 (Fed. Cir. 2007) ("the 
burden falls on the patent challenger to show by clear and convincing evidence that a person of 
ordinaiy skill in the art would have had reason to attempt to make [every element of) the 
composition or device, or carry out the [enti,^] claimed process, and would have had a rea.sonabie 
expectation ofsuccess in doing so," (citing AlW/«r/Ca v. Teleflexlnc, 127 S. a. 1727. 1740 
(2007))); and see Omcsqfl^, Inc. v. Parker-Hannifin Corp., 2007 U.S. App. LEXIS 14308 (Fed. Cir. 
2007) ("[t]he Supreme Court recently explained that 'a patent composed of seve/Bl dements is not 
proved obvious merely by demonstrating that each of its elements was, independently, known in the 
prior art,'" (citing KSR 1ml Co. v. Tcleflex l»c. at 1741)); and see Dy.tur Textilfarben GmbH v. C.H. 
Patrick Co. , 464 F.3d 1 356, 1 360 (Fed. Cir. 2006) ("[once] all claim limitations are found in a 
number of prior art references, the factfinder must determine '[wjhat the prior ait teaches, whether it 
teaches away from the damied mvention, and whether it motivates a combination of teachings from 
different references.'" (citing In re Fulton, 391 F.3d 1 195, 1 199-1200 (Fed. Cir. 2004))). 

In making this rejection, the Examiner asserts that Kumar et ai. teach all elements of the 
claims except methods comprising fabricating an airay that is a blopolymeric anay (as in claims 49- 
5 1 and 53). 

To remedy tiiis deficiency, the Examiner cites MacBeath, "Printing Proteins as Microairays 
for High-Throughput Function Detennination," Science, New Series, col. 289, No. 5485 (Sep. 8, 
2000). pp. 1760-1 763, assertmg tiiat throughout the publication (e.g.. p. 1760, right-hand column), 
this reference teaches using contact printing to fabricate piotein arrays. 

As discussed above, the Applicants submit that Kumar et al. fails at least to teach the claim 
limitation that "the non-error second dispenser dispenses drops only where tiie identified error first 
dispenser did not dispense drops in tiie pattern for the selected path" (from Claim 1; see also step d of 
independent Claims 6, 25 and 52 which include similar limitations). 

The Applicants further submit that Kumar et al. fail to suggest such a limitation because to 
modify the teachings of Kumar et al. to comport witii this limitation of the claimed invention would 
render it unsuitable for its intended purpose. For exaropJe. inferring back to Table II (reproduced 
above), to require that "non-«rror" dijspenser 50 only dispense drops where "error" dispenser 146 
does not would result in dispenser 50 failing to deposit drops in its "nonnal locations" (i.e., in 
columns 1, 5 and 9 during Pass 2: unbolded 2s in Row 2). Failure to deposit at such "normal 
locations" would result in a printed product that is missmg deposited drops where drops should be: 
precisely the opposite result that Kumar et al. is trying to achieve. It is established law that if a 
proposed modification to renders the teaching.^; of a prior art reference unsatisfactory for its intended 
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purpose, then there is no suggestion or motivation to make the proposed modification (see In re 
Gordon, 733 F.2d 900, 221 USPQ 1 1 25 (Fe«i Cir. 1984)). ' 

As MacBeath is cited merely for iis asserted teaching of print-fabrication of biopolymeric 
arrays, it fails to remedy the deficiencies in the teachings in Kumar et al. 

Therefore, becanse the combined teachings of Kumar ei al. and MacBeath fail to teach or 
suggest each and every element of the claimed invention, the Applicants submit that ^ prima facie 
case of obviousness has not been established. As such, the Applicants respectfully request that this 
rejection be withdrawn. 
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CENTRAL FAX CENTER 

CQNCLTJsmN OCT 0 9 2007 

'"^^^^^^ ^-^^"dments and remarks above, ^ 
the da,ms arc in conditio, for allowance, which action is requested. If the Exaxniner finds that a 
telephone conference would expedite the pxosecution of this application, please telephone Bret Field 
at (650) 833-7770. The Commissioner is hereby authorized to charge any fees under 37 C F R 

§§ l.]6and ^-17 whichmay bcrequiredbythispaper,ortocreditanyoveTpayment,loDc^^^^ 
Account No- 50^1 078, order number ] 001 0464-1 . 

Respectfully submitted. 
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